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Detailed Action 



1. This action is responsive to the following communications: Application filed 
on 9/30/2003. 

2. Claims 1*21 are pending in this case. Claims 1, 14, and 18 are in independent form. 

Drawings 

3. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) 
because they include the following reference character(s) not mentioned in the description: 
425, 410, 415, 420, 500, 505, 510, 600, 605, 610, and 615. 

4. Corrected drawing sheets in compliance with 37 CFR 1.121(d), or amendment 
to the specification to add the reference character(s) in the description in compliance with 
37 CFR 1.121(b) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 
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Claim Rejections - 35 U.S.C. §101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

6. Claims 1-13 are rejected under 35 U.S.C. §101 because the claimed invention 
is directed to non-statutory subject matter, and further raises questions as to whether the 
claims are directed to an abstract idea. More specifically, the claims lack the necessary 
physical articles or objects to constitute a machine or a manufacture within the meaning of 
35 U.S.C. 101. They are clearly not a series of steps or acts, to be a process , nor are they a 
combination of chemical compounds to be a composition of matter . Claims 1-13 are 
computer programs claimed as computer listings perse, i.e., the descriptions or expressions 
of the programs because the "information carrier" limitation recited, in claims 1-13, is not 
limited to those carriers that are "computer-readable" (e.g. the claimed "storage medium" 
could be a piece of paper) and likewise does not define any structural and functional 
interrelationship between the computer program and other claimed elements of a computer 
which permit the computer program's functionality to be realized. Therefore, claims 1*13, 
being directed toward computer listings per se> fail to fall within a statutory category. 

7. For the purposes of examination, claims 1-13 are being examined as if they 
were directed toward subject matter claimed as embodied on a computer-readable medium. 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 

that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in 
this or a foreign country or in public use or on sale in this country, 
more than one year prior to the date of application for patent in the 
United States. 

9. Claims 1-4, and 6-21 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Aaker et al (US Patent No. 5,758,087 A). 

As to independent claim 1, Aaker et al teach a computer program product 
("computer program product 900" col. 8, lines 27-29) to: provide on a client computer a user 
interface for a computer program application ("a client system application program 
interface [API] 103" col. 3, lines 60-65), the user interface being operable to receive input 
from a user interacting with the client and from the input to generate user interaction 
events ("events" col. 1, lines 50-54); identify on the client one or more possible user 
interaction events ("request and response interaction technique" col. 3, lines 4-9) while the 
user interface is in a current user interface state, the possible user interaction events being 
user interaction events that would arise from input the user interface could possibly receive 
in the current user interface state from the user ("predicted based upon the current 
request" col. 3, lines 20-22); pre-process one or more of the possible user interaction events 
to generate one or more possible user interface states ("A predicted response is generated 
by the server system 200 using the predict logic module 230." col. 3, lines 22-26); and store 
the one or more possible user interface states for later use (" sets a trigger that will 
recognize a match of the client's predicted request" col. 3, lines 24-26)(emphasis added). 
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As to dependent claim 2, Aaker et al. further teach receiving an actual input from 
the user and, if one of the possible user interface states corresponds to a user interaction 
event that arises from the actual input from the user, make the corresponding one of the 
possible user interface states the current user interface state ("When client's predicted 
request arrives, the trigger sends the response using the transmit data function 236. 11 col. 
3, lines 26-28). 

As to dependent claim 3, Aaker et al. teach storing the one or more possible user 
interface appearances for later use ("transfer predictions are prepared for the identified 
embedded files as indicated at a block 636" col. 6, lines 60-65). 

As to dependent claim 4, Aaker et al teach pre-rendering one or more of the possible 
user interface states comprise instructions to generate code to render the corresponding 
user interface states ("sequential steps for preparing a predicted response, such as, for 
imbedded hypertext files begin with preparing a file transfer prediction for a current 
document as indicated at a block 630" col. 6, lines 54-57). 

As to dependent claim 6, Aaker et al teach receive an actual input from the user 
and, if one of the possible user interface states corresponds to a user interaction event that 
arises from the actual input from the user, making the corresponding one of the possible 
user interface appearances a user interface appearance of the current user interface state 
("When a client's predicted request arrives, the trigger sends the response" col. 1, lines 46- 
50). 

As to dependent claim 7, Aaker et al. teach specifying an order for pre-processing 
possible user interaction events ("The task priority count is maintained so that the tasks 
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with a high priority count can be prioritized above other tasks with lower counts for task 
scheduling..." col. 7, lines 12*15). 

As to dependent, claim 8, Aaker et al teach specifying an order for any pre- 
processing of possible user interaction events comprise instructions by: estimating the 
likelihood of the one or more possible user interaction events ("...whether it is possible to 
predict..." col. 5, lines 64-66) based on an estimate of the likelihood of different inputs the 
user interface could possibly receive in the current user interface state from the user ("data 
and trigger set function 234 of FIGS. 1 and 2B " col. 5, lines 58-61). 

As to dependent claim 9, Aaker et al teach the user interface comprises a control 
having instructions to establish estimates of the likelihoods of generating possible user 
interaction events from user interaction with the control ("Predict logic module 230 includes 
a compare function 232" col. 2, lines 65-67); and the instructions to estimate the likelihood 
of the one or more possible user interaction events comprise instructions using the 
estimates established by the control ("it is determined whether it is possible to predict a 
next request as indicated at a decision block 604." col. 5, lines 64-66). 

As to dependent claim 10, Aaker et al. teach detecting a period of inactivity ("The 
timeout action is provided so that if a predicted request is not received within the timeout 
interval or other events occur before a predicted request arrives..." col. 5, lines 40-44); and 
begining executing the instructions to identify and pre-process only after a period of 
inactivity ("timer logic function 238 for implementing a timeout action associated with a 
triggered response." col. 2 line 65 -to- col. 3 line 3). 

As to dependent claim 11, Aaker et al teach instructions to pre-process one or more 
of the possible user interaction events to generate one or more possible user interface states 
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comprise instructions to obtain data from the application for possible user interface states 
("transmit data function 236" col. 5, lines 34-37). 

As to dependent claim 12, Aaker et al teach instructions to identify on the client one 
or more possible user interaction events comprise instructions to include as possible user 
interaction events only those possible user interaction events having an estimated 
likelihood of occurrence exceeding a threshold ("Tasks with a high prediction count can be 
prioritized above other tasks that have been less successfully predicted." col. 1, lines 60-61). 

As to dependent claim 13, Aaker et al teach that the computer program application 
is a program running on a server computer in data communication with the client computer 
("packets between the client system 100 and server system 200 " col. 3, lines 56-59); and the 
instructions to provide a user interface on the client computer comprise instructions to 
provide the user interface in a Web browser ("Server system 200 further includes the 
compare function 232, compare data and trigger set function 234, and transmit data 
function 236 between the internet protocol module 209 and the media access protocol 
module 208, and a predict logic interface 230A, as shown in FIG. 2B." col. 5, lines 21-25). 

As to independent claim 14, Aaker et al teach a computer implemented method, 
comprising: providing on the client computer a user interface for a computer program 
application ("a client system application program interface [API] 103" col. 3, lines 60-65), 
the user interface being operable to receive input from a user interacting with the client 
and from the input to generate user interaction events ("events" col. 1, lines 50-54); 
identifying on the client one or more possible user interaction events ("request and response 
interaction technique" col. 3, lines 4-9) while the user interface is in a current user interface 
state, the possible user interaction events being user interaction events that would arise 
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from input the user interface could possibly receive in the current user interface state from 
the user ("predicted based upon the current request" col. 3, lines 20-22); pre-processing one 
or more of the possible user interaction events to generate one or more possible user 
interface statesC'A predicted response is generated by the server system 200 using the 
predict logic module 230." col. 3, lines 22-26); and storing the one or more possible user 
interface states for later use (" sets a trigger that will recognize a match of the client's 
predicted request" col. 3, lines 24-26)(emphasis added). 

As to dependent claim 15, Aaker et al teach receiving an actual input from the user 
and, if one of the possible user interface states corresponds to a user interaction event that 
arises from the actual input from the user, make the corresponding one of the possible user 
interface states the current user interface state ("When client's predicted request arrives, 
the trigger sends the response using the transmit data function 236. " col. 3, lines 26-28). 

As to dependent claim 16, Aaker et al teach pre-rendering one or more of the 
possible user interface states to generate one or more possible user interface appearances 
("sequential steps for preparing a predicted response, such as, for imbedded hypertext files 
begin with preparing a file transfer prediction for a current document as indicated at a 
block 630" col. 6, lines 54-57); and storing the one or more possible user interface 
appearances for later use (" sets a trigger that will recognize a match of the client's 
predicted request" col. 3, lines 24-26)(emphasis added). 

As to dependent claim 17, Aaker et al teach specifying an order for pre-processing 
the possible user interaction events ("The task priority count is maintained so that the 
tasks with a high priority count can be prioritized above other tasks with lower counts for 
task scheduling..." col. 7, lines 12-15). 



Application/Control Number: 10/676,846 Page 9 

Art Unit: 2178 

As to independent claim 18, Aaker et al teach an apparatus, comprising: a client 
computer (see "client system 100," Fig. l) implementing a user interface for a computer 
program application ("a client system application program interface [API] 103" col. 3, lines 
60-65), the user interface being operable to receive input from a user interacting with the 
client and from the input to generate user interaction events ("events" col. 1, lines 50*54); 
means for identifying one or more possible user interaction events ("request and response 
interaction technique" col. 3, lines 4-9) while the user interface is in a current user interface 
state, the possible user interaction events being user interaction events that would arise 
from input the user interface could possibly receive in the current user interface state from 
the user ("predicted based upon the current request" col. 3, lines 20-22); means for pre- 
processing one or more of the possible user interaction events to generate one or more 
possible user interface states ("A predicted response is generated by the server system 200 
using the predict logic module 230." col. 3, lines 22-26); and means for storing the one or 
more possible user interface states for later use (" sets a trigger that will recognize a match 
of the client's predicted request" col. 3, lines 24-26)(emphasis added). 

As to dependent claim 19, Aaker et al teach a means for receiving an actual input 
from the user and, if one of the possible user interface states corresponds to a user 
interaction event that arises from the actual input from the user, make the corresponding 
one of the possible user interface states the current user interface state ("When client's 
predicted request arrives, the trigger sends the response using the transmit data function 
236. " col. 3, lines 26-28). 

As to dependent claim 20, Aaker et al teach a means for pre-rendering one or more 
of the possible user interface states to generate one or more possible user interface 



Application/Control Number: 10/676,846 Page 10 

Art Unit: 2178 

appearances ("sequential steps for preparing a predicted response, such as, for imbedded 
hypertext files begin with preparing a file transfer prediction for a current document as 
indicated at a block 630" col. 6, lines 54-57); and means for storing the one or more possible 
user interface appearances for later use ("transfer predictions are prepared for the 
identified embedded files as indicated at a block 636" col. 6, lines 60-65). 

As to dependent claim 21, Aaker et al teach a means for specifying an order for pre- 
processing the possible user interaction events ("The task priority count is maintained so 
that the tasks with a high priority count can be prioritized above other tasks with lower 
counts for task scheduling..." col. 7, lines 12-15). 

Claim Rejections • 35 U.S.C. § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action^ 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
. skill in the art to which said" subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

1L Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Aaker 
etal (US Patent No. 5,758,087 A) in view of Horikiriet al (US Patent No. 5,765,154). 

As to dependent claim 5, Aaker et al discloses the limitations of claim 4, addressed 
above, further comprising' "imbedded hypertext files... for a current [state]." col. 6, lines 54- 
57). However, Aaker et al. fails to disclose that the imbedded hypertext files are HTML 
(Hypertext Markup Language). Horikiriet al explicitly discloses that it well known that 
hypertext files are HTML files ("hypertext documents represented by grammar which is 
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well-known as HTML (Hyper Text Markup Language)," col. 11, lines 22*26). It would have 
been obvious to make use of HTML to code the hypertext file of Aaker et al in view of the 
express suggestion to do so in Horikiriet al 



Conclusion 

12. Although not relied upon, the following prior art is made of record because it 
considered pertinent to applicant's disclosure: 

[1] Barrett et al (US Patent No. 5,727,129) for teaching a system that tracks a 
user's past history of websites visited, including the frequency and dates and 
times of visits, in order to predict what web information is likely to be 
accessed by the user in the future. 

[2] Smith et al (US Patent No. 6,742,033 Bl) for teaching a that network 
delivered/based content can be sped up to pre-cache internet content where 
pre-caching internet content may mean downloading information from the 
internet that the system predicts that the user will request in the future. 

[3] Aaker et al (US Patent No. 5,758,087 A) for teaching a computer, e.g. a 
server or computer operated by a network provider sends one or more 
requesting computers (clients) a most likely predicted-to-be selected 
(predicted) page of information by determining a preference factor for this 
page based on one or more pages that are requested by the client. 

[4] Mogul (US Patent No. 5,802,292 A) for teaching a method for predictive pre- 
fetching of objects over a computer network. 

[5] O'Brien et al (US Patent No. 6,055,569 A) for teaching a browser working in 
conjunction with a HTTP server that selectively downloads WWW pages into 
the browser's memory cache by evaluating the weight to a predetermined 
browser criteria so only those pages most probably to be downloaded are 
stored in the browser's memory cache. 

[6] Horvitz (US Patent No. 6,067,565 A) for teaching a technique for pre-fetching 
a web page of potential future interest in lieu of continuing a current 
information download. 
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[7] Horvitz (US Patent No. 6,085,226 A) for teaching a method and apparatus for 
utility- directed prefetching of web pages into local cache using continual 
computation and user models. 

[8] Altschuler et al (US Patent No. 6,154,767 A) for teaching building a resource 
(such as Internet content for example) and attribute transition probability 
models and using such models to predict future resource and attribute 
transitions. 

13. Any inquiry concerning this communication or earlier communications from 
the Examiner should be directed to Samir Termanini whose telephone number is (571) 270- 
1047. The Examiner can normally be reached from 9 A.M. to 4 P.M., Monday through 
Friday (excluding alternating Fridays). 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Stephen S. Hong can be reached on (571) 272-4124. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800*786-9199 (IN USA 
OR CANADA) or 571-272-1000. 
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